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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of 
Frank Henglein, et al. 



Date: October 5, 2009 
Group Art Unit: 1796 
Examiner: Anthony H. Sheh 



Confirmation No.: 9420 



Serial No.: 10/584,691 
Filed: May 22, 2007 



For: METAL PIGMENTS COMPRISING A CROSS-LINKABLE BINDING AGENT 

COATING, COATING COMPOSITION, METHOD FOR THE PRODUCTION OF 
COATED METAL PIGMENTS AND USE THEREOF 

VIA FACSIMILE: 571-273-0459 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Attention: Rafael Bacares - PCX Legal Administration 

PETITION UNDER 37 CF.R. 6 1^182 TO CORRECT FILING DATE 

Sir: 

This is a petition to amend the filing date of the above-captioned application from M:iy 
22, 2007 to August 16,2006 . This petition is not specifically provided for elsewhere in 37 
C.F.R., and is therefore filed pursuant to 37 C.F.R. § 1.182. No fee is believed due as this time 
as the necessary correction is due to what is believed to be an error at least partly on the part of 
the Patent and Trademark Office. 

However, in the event a fee is due or if any additional fee during the prosecution of tliis 
application is not paid, the Patent Office is authorized to charge the underpayment to Deposit 
Account No. 15-0700. 



The instant application was initially transtnitted to the Patent and Trademark Office 
("PTO'O on June 23, 2006. The application was transmitted under 35 U.S.C. 371 in the English 
language. The application was transmitted with an unexecuted declaration. Applicant's 
undersigned counsel filed an executed declaration August 16, 2006 (copy enclosed) with the 
Patent and Trademark Office. In the header of the August 16^** submission, two digits in the 
serial no. were accidentally transposed (/.e., the serial no. was written as 10/548,691 instead of 
10/584,691), but all of the other infonnation pertaining to the above-identified application was 
correct. The submission was, nevertheless, applied to an incorrect application, notwithstanding 
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that the infonnation contained in the header of the submission did not match that for the subject 
application to which it was applied, (except for the serial no with two digits transposed, as 
indicated above). On March 21, 2007, notwithstanding that the applicants' had previously filed 
the declaration, a Notification of Missing Requirements was issued by the PTO with a due date 
of May 21, 2007 (copy enclosed). On May 17, 2007, a response was filed to the Notice (copy 
enclosed) including a copy of the submission filed on August 16, 2006. In the response to 
Missing Requirements a copy of the Notification of Missmg Requirements from the PTO was 
also submitted which correctly set forth the serial no. of the application. The PTO charged 
applicants' representatives' deposit account no. 15-0700 $130 for the declaration fee although it 
had already been paid via check no, 25542 (copy enclosed) on August 16, 2006. 

On July 9, a status inquiry letter was filed requesting the status of the application. While 
awaiting a response to the stattis inquiry letter from the PTO, applicants' representatives 
discovered the Notification of Abandonment (copy enclosed) while searching the status of tlie 
application in PAIR on the PTO web-site. The Notification of abandonment was never received 
by mail from the PTO. On October 30, 2008, applicants filed a "Petition to Set Aside Notice of 
Abandonment" (copy enclosed). The Petition was granted on February 17, 2009 (copy enclosed). 
The funds applied to the incorrect application no 10/548,691 have since been recovered by the 



PTO. 



Copies of all of the documents relating to this matter are enclosed. 
Grant of this petition is kindly solicited. 



Respectfully submitted. 



Ociober 5, 2009 TO FACSIMILE NO: 
(571)273-0459. 





Enclosures 



1 1 80 Avenue of the Americas 
New York, New York 10036-8403 
Telephone: (212)382-0700 
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UNITED STATES PATENT and TRADEMARK OFFICE 



OSmOLENK, FABER, GERB & 
SOFFEN, LLP 

.1180 Avenue of the Americas 
Ne\y York, New York 10036-8403 

In re Application of 

Frank HENGLEINetal 

Application No.: 10/584,691 

PCTNo.: PCT/EP04/14663 

Filing Date; 23 December 2004 

Priority Date: 21 July 2004 

Attorney Docket No. : P/746-7 

For: METAL PIGMENTS COMPRISING 

COATING AND USE THEREOF 



COMMISSIONER POX PATENTS 
UmcD STATES PATENT AND TRADEMARK OFnCB 

?.0B0X 1 450 
ALEXA^PRIA, VA 22313-1 450 
www.uspto.gav 



DECISION ON 



PETITION U>JDER 



37 CFR 1.181 



This decision is in response to applicants' "PETITION TO SET ASIDE NOTICE OF 
ABANDONMENT," which is being treated as a petition under 37 CFR 1.181 filed on 30 
October 2008, requesting acceptance of a copy of the Declaration submitted as filed in the 
USPTO on 22 May 2007. Applicants have submitted, inter alia, a copy of the 22 May 2007 Pl'O 
stamped itemized posicard receipt. 

BACKGROUND 

On 23 June 2006, applicants filed a Transmittal letter for entry into the national stage in 
• the United States Patent and Trademark Office (USPTO), which was accompanied by, the basic 
national fee. No executed declaration or oath was filed at such time. 

On 21 March 2007, the United States Designated/Elected Office (BO/EO/US) mailed a 
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 DSf THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EO/905) which 
informed applicant, inter alia, that an "Oath or Declaration of the inventors, in compliance with 
37 CFR 1.497(a), and (b), identifying the application by the International application number and • 
mtemational filing date is not executed in accordance with either 37 CFR 1.66 or 37 CFR 
1 .68." The notice indicated that the items must be submitted within two months fi-om date of 
mailing or by 32 months fi^om the priority date of the application, in order to avoid abandonment 
of the national stage application. 

On 26 June 2008, the USPTO mailed applicant Notification of Abandonment (Form 
PCT/DO/EO/909) indicating that ai)plicant has failed to respond to the notification of MISSING 
REQUIREMENTS (Form PCT/DO/EO/905) mailed 3/21/2007 within the time period set 
therein. 



On 22 Aiigust 2008, the USPTO mailed applicant a communication informing applicant 
that the application was abandoned. 
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In response to the "'NOTICE OF ABANDONMENT' mailed on 26 June 2008 and the 
communication on 22 August 2008, petitioner submitted on 30 October 2008 the instant petition 
requesting withdrawal of the '"Notice of Abandonment" In support of the request, petitioner has 
provided a copy of the retumed/siamped receipt card acknowledging a receipt date of 22 May 
2007. The response is timely with an extension of time of one month because it was after the 
time period allocated in the Notice. 



Petitioner's present petition accompanied by a copy of the following document^ filed 
purportedly with the USPTO as indicated in the stamped postcard: 

(1) Response to Notification of Missing Requirements (Executed Declaration and Power 
of Attorney) 

The postcard lists the above item and bears a USPTO date of stamp as 22 May 2007. 
MPEP 503 provides: 

A postcard receipt which itemizes and properly identifies the papers which are 
being filed serves as prima facie evidence of receipt in the PTO of all the items 
listed thereon on the date stamped thereon by the PTO. 

Petitioner's postcard is accepted prima facie that a Declaration was timely deposited 
with the U.S. Patent and Trademark Office on 22 May 2007. 

Accordingly, the date of receipt for the Declaration is 22 May 2007. Applicants are 
being charged one month extension fee of $130.00 to Deposit Account No.: 15-0700 because the 
executed declaration was received after the two month period allocated in the Notice. 

As a result, the Notice of Abandonment (Form PCT/DO/EO/909) mailed on 26 June 
2008 was erroneous. 



The petition under 37 CFR 1.181 i s GRANTED. 

The NOTICE OF ABANDONMENT mailed on 26 June 2008 has been VACATED 

This application is being forwarded to the Office. of Patent Application Processing 
(OPAP) for continue processing. 



DISCUSSION 



CONCLUSION 




TCTXegal Examiner 
PCT Legal Office 
Telephone: (571)272-3276 
Facsimile: (571) 273-0459 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Patent Application of 

Frank HENGLEIN, et al Date: October 30. 2008 

Serial No.: 10/584.691 

Intemational Application No.: PCT/EP2004/14663 
International Filing Date: December 23, 2004 

For: METAL PIGMENTS COMPRISING A CROSS-LINKABLE BINDING AGENT COATING 
COMPOSITION. METHOD FOR THE PRODUCTION OF COATED METAL PIGMENTS 
AND USE THEREOF 

WIA EFS^WEB 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION TO SET ASIDE NOTICE OF ABANDONMENT 

Sir; 

In response to a Status Inquiry Letter filed July 14, 2008 by applicants* representatives 
concerning the above-identified application, a Communication dated August 22, 2008 was 
received from the Patent and Trademark Office. The Communication stated that the application 
was deemed by the Office to be abandoned due to an alleged failure to timely file a proper reply 
to a, '^Notification of Missing Requirements Under 35 U.S.C, 371 in the United States Designated 
/Elected Office (DO/EO/US) (Fonn PCT/DO/EO/905" mailed 21 March 2007. Provided as 
attachments to the Office Communicarion were a copy of the Form PCT/DO/EO/905 together 
with a ''Notification of Abandonment* ' (Form PCT/DO/EO/909) mailed by the Office on 26 June 
2008. A copy of the August 22, 2008 Office Communication (with attachments) is provided 
herewith as Attachment A to this Petition, 

Upon receipt of the August 22"^ Communication, we examined our file concerning this matter and 
found that the '^Notification of Abandonment" dated June 26, 2008 firom tJie Patent Office was 
never received at our office. Thus, the 22 August 2008 Communication was the first notification 
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received by xis infbnning us that the Patent and Trademark OfiBce deemed the application to be 
abandoned. The Notice of Abandonment is in error for the reasons set forth below. 

Following receipt of the Notice of Missing Requirements, to which a response was due by 
May 21, 2007, applicants* representatives mailed to the Patent and Trademark Office a *TResponse 
to Notification of Missing Requirements" on May 17, 2007, i.e., prior to the due date for response. 
That response was received by the Patent Office on May 22, 2007. A copy of applicants' response 
dated and mailed on May 17, 2007 is enclosed as Attachment B to this Petition. Also enclosed, as 
Attachment C hereto, is a copy of both sides of the return receipt acknowledgment postcard that 
was date stamped by the Patent and Trademark Office on 22 May, 2007 acknowledging receipt of 
applicants' response. The stamped postcard was thereafter received at our office on May 30, 2007 
as indicated by the date stamp on the front of the card. 

Accordingly, since the Response to Notification of Missing Requirements was timely filed 
and received by the U.S. Patent and Trademark Office , the holding of abandonment of this 
application should be set aside. 

No fee accompanies this Petition because the U.S. Patent and Trademark Office has 
committed an error and the Notification of Abandonment should be set aside. In the event the 
actual fee is greater than the payment submitted or is inadvertently not enclosed, or if any 
additional fee due during tlie prosecution of this application is not paid, the Patent Office is 
authorized to charge the underpayment to Deposit Account No. 15-0700. 

THIS CORRESPONDENCE IS BEING Respectfully submitted, 
SUBMITTED ELECTRONICALLY 
THROUGH THE PATENT AND 
TRADEMARK OFFICE EFS FILING 



SYSTEM ON October 30, 2008. 




Marie A. Farley I 
Registration No.: 33,170 

OSTROLENK, FABER, GERB & SOFFEN. LLP 
1 1 80 Avenue of the Americas 
New York, New York 10036-8403 
Telephone: (212) 382-0700 



MAF:stb 
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United Slates Palenl and Trademark Office 



2 2 AUG 2008 



Unlled Slates Pa^^and^'^iml 

Alexandria. \&^'2§^1^S) 

WMnMiusploigov 



Robert C. Faber 

OSTROLENK, FABER. GERB & SOFFEN 
1 1 80 Avenue of the Americas 
New York. NY 10036-8403 

In re Application of 
FRANK HENGLEIN et al 
Application No.: 10/584,691 
PCTNo.: PCT/EP04/I4663 
Int. Filing Date: 23 December 2004 
Attorney's Docket No.: P/746-7 
For: METAL PIGMENTS COMPRISING A CROSS- 
LINKABLE BINDING AGENT COATING, COATING 
COMPOSITION, METHOD FOR THE PRODUCTION 
OF COATED METAL PIGMENTS AND USETHEROF 



Dear Mr, Faber: 

This is in response to your confimuni cation filed 14 July 2008 regarding the status of the 
above captioned application, U.S. application 10/584,691 is abandoned for failure to file a reply 
to the "NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE 
UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) (Form PCT/DO/EO/905) 
mailed 21 March 2007- A copy of the Form PCT/DO/EO/905 and the *T^OTIFICATION OF 
ABANDONMENT^ (Form PCT/DO/EO/909 mailed 26 June 2008) are attached for your 
convenience. 

Ma 

Boris Milef 
PCT Legal Examiner 
Office of PCT Legal Administration 

JSF/BM;jf 

Attachment : copy of Forms PCT/DO/EO/905 and 
PCT/PO/EO/909. 



COPY 




Paraleg^ Specialist . 
Office of PCT Legal Administration 

Tel: (571)272-3284 
Fax: (571)273-0459 
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United Stm^s B\TENrr and ThAPEMARK Office 



iMXTiiUJ5TKTE3 DEPaRTM^iI^ OF CXXKMEftCS* 
UaUnd au^Uyt PiiMfnl and Tradcmqrfc OOIOC 



C 



II.S. APnJCATION NUMBER NO. 



FIRST NAMED aPPUCaNT 



I 



ATTY. DOCKET N*0. 



10/384,691 



Mark A Farley 

Ostrolenk Faber Gerb & Soffen 
11 80 Avenue of the Americas . 
New York, NY 10036-8402 



Prank Henglein 



IKTERNATIONAL APPUCATION NO. 



PCT/EP04/14663 



J-A. FlUNCDATE 



12/23/2004 



12/23/2003 



CONFIRMATION NO, 9420 
371 f ORMALITiES LETTER 



■iliffiil 



'OC0000DD023O07Q15* 



Date Mafted: 03/21/2007 



NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The following Itcins have been submitted by the applicant or the IB to the United Slates Patent and Trademark 
Office as a Designated / Elected OfHce (37 CFR 1.495). 

• Copy of the International Application filed on 00/23/2006 

• English Translation of the lA filed on 06/23/2006 

• Copy of the International Search Report filed on 06/23/2008 

• Copy of IPE Report nied on 06/23/2006 

• Copy ofAnnexes to the (PER filed on 06/23/2006 

• English Translation ofAnnexes to the IPE filed on 06/23/2006 

• Preliminary Amendments filed on 06/23/2006 

• Information Disclosure Statements Hied on 06/23/2006 
w Oath or DecJarallon nied on 06/23/2006 

« tJ.S. Basic National Fees filed on 06/23/2006 

• Priority Documents filed on 06/23/2006 

• Specification filed on 06/23/2006 

• Claims filed on 06/23/2006 

• Abstracts filed on 06/23/2006 
« Drawings filed on 06/23/2006 



• The applicant nesds to satisfy supplemental fees problems indicated below. 

The following items MUST be furnished within the period set forth below In order to complete the requirements for 
acceptance under 35 U.S.C. 371: 

• Oath or declaration of the inventors, in compliance with 37 CFR 1.497(a) and (b), identifying the application 
by the IntemaUonal application number and International niing date. Tlie cun-ent oath or declaration does 
not comply with 37 CFR 1 .497(a) and (b) in that it: 

• is not executed in accordance with eilher 37 CFR 1 .66 or 37 CFR 1.68. 
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« To avoid abandonment, a surtfiarge (for late submission of filing fee, search fee. examination fee or oaih 
or declarallon) as $et forth In 37 CFR 1 .492(h) of $130 for a non-small enUty, must be submitted with the 
missing items identified in this tetter. 

SUMMARY OF FEES DUE: 

Total additional fees required for this application is $130 for a Large Entity: 
• $130 Surcharge. 

Additionally the following defects have been observed: 

• Annexes have no! been entered because claims must fall Into consective order., . 

ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROM THE PRIORITY DATE FOR THE APPUCATION, 
WHICHEVER IS LATER- FAILURE TO PROPERLY RESPOND WILL RESULT IN ABANDONMENT. 

The time period set above may be extended by filing a peUtion and fee for extension of Ume under the provisions 
of37 CFR 1.136(a). 

Applicant Is reminded that any communications lo the United States Patent and Trademark Office must be mailed 
to the address given in the heading and include the U.S. appllcalion no- shown above-(37 CFR 1 .5) 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
fittps!//s poftal,usoto.QOv/aulhe nticate/AulhenUcat6UserLocalEPF.hlml 

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-366-217-9197 or • 
visit our website at hlto:/Nvww.uSDto^qov/ebc. 

If you aro not using EFS-Web to submit your reply, you must include a copy of this notice. 

VONDA M WALLACE 



TdepJionc: (703) 30&-9140 EXT 225 
PART 2 - OFFICE COPY 



us. APPUCATION NUMB£R NO. | INTERNATIONAL APPUCATON NQ. | ATTV. DOCKET Na 

10/584,691 PCT/EP04/14663 P/746-7 



FORM PCT/DO/EO/905 (371 l=ormoniies Notice) 
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Ukited Statcs Bvtent and ThAPSMARK Office 



UNFTED STATES DBPAKTMENT OF COMMBIIC E^ 
Uni<*«l SUtccj Poicaf rq^ tV*dom«rb OOicc 
Addl•M:go^CMISSIQNER FOR PATCrn'O 

AkxuAu.YL'Bim iui>t4M 



HI 



U^. APPUCATION NUMBER KO. 



FIRST NAMED APPLTC/V^ 



ATnr.POCKgTNQ. 

P/746-7 



10/584.691 

Mark A Farley 

Ostrolenk Fabar Gerb & Soffen 
1180 Avenue of the Americas 
New York, NY 10036-8402 



Frank Henglc'in 



INTERNATIONAL AFPUCATTON NO. 

PCT/EP2004/014663 



IJL FILING DATE 


PRIORITY DA re 


12/23/2004 


12/23/2003 



CONFIRMATION NO, 9420 
371 ABANDONMENT/TERMINATION 

LETTER 



oe«6B008 NOTIFICATION OF ABANDONMENT 

The Uhlted Slates Patent and Trademark Office in its capacity as a Designated / Elected Office (37 CFR 1,495) 
has made the following determination: 

• feilure to responed to notice of missing part ( 905) mailed 3/21/07 
Therefore, the above tdentiried application failed to meet the requirements of 36 U.S.C 371 and 37 CFR 
1 .495.and is ABANDONED AS TO THE UNITED STATES OF AMERICA. 



VONDA M WALLACE 
Telephone: 003) 308-9140 EXT 225 



FORM PCT/OQSano9 (371 AMftdMmcm Notce} 



page 1 of 1 
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Serial 
TU1«_ 
Fine 

The rnrO bas rMcJTc4{ 



as 



Filing Date 

H 



ores ra* np^^2:^ ?L 



Pale. 



Pa^cs (iodmUnB claims A abstract) 
a D^cfomCfon or □ ihesigdAlSoD She«t 

□ Drawtn^ 5becl(s)/Figi. , CO _ 

Qf^orily Document 

□ Small Enti^ PcdaraXicm 

□ Aaignmeni & Conveyance Cover Sbcci 
CI IttTomatfion D^SrcXosnrc Slatemcnt 
DPTO-1449 

□ AiSdaril Or Declafati^ 



PTM Applicatfoa □nu Basb 
O StatntpcnK or uat 

□ ExtcRsIan of Time 

□ Nortec oC Appeal 
a Brief 

D PedUob 
DSlaTttS RQ4)tt<sl 

□ lastic Fee 

□ fixpr«3a Man No. 



PTO&1AMP 



□ Check No. . Cb 
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IM mv. TTNTTED STATES PATP ^TT AND TRADEMARK OVFl<^ 

Jxi re Patent Application of 

Frank HENQLEIN, et al. Date: May 17, 2007 

Serial No.: 10/548,691 

mtematioDal Application No.: PCT/EP2004/014663 
tntemational Filing Date: 23 December 2004 

For METAL PIGMENTS COMPRISING A CROSS-LINKABLE BINDING AGENT 
* COATING COATING COMPOSITION, METHOD FOR THE PRODUCTION OF 
COATED METAL PIGMENTS AND USE THEREOF 





MaU Stop: Box PCT (DO/EO/US) 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Tt ^SPONSE TO NflTraiCATTON OF MISSING REQUIRgMENTS 

Sir: 

In response to the Notification of Missing Requirements mailed March 21, 2007 («;opy 
enclosed), please be infoimed that on August 16, 2006, Applicant's Declaration was filed, 
executed and accompanied by payment of the $130.00 surcharge. A copy of the prior submission 
is enclosed- Since this Missing Requirement has been supplied prior to the Notice, no fiuther 
submission in response to the enclosed Notification is required. 

With regard to the additional note in the Notification of a defect that had been observed, 
namely, that "Annexes have not been entered because claims mtist fell into consecutive order," it 
is presumed that this is due to the fact that the English translation of an Annex of the German 
language International Preliminary Examination Report, consisting of a single page showing an 
amendment which was entered in the PCT appUcation, was paginated differently than its German 
ori^al, such that the two pages began at different parts of the Specification, and therefiare tiiey 
did not begin and end with the same claim numbers, giving the appearance that the claims did not 
fall into consecutive order. This was done in order that the pagination of ttie single page of 



O084tl93.WFD 
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EngUsh translation of the Specification would match the origiiial English translation of the 
Specification before the amendment occiuxed in the PCT application so that a page-for-page 
comparison could be perfomied in the English translation. In feet, the EngUsh translation of the 
Specification does not change the consecutive order of the claun numbers, and the undersigned 
has had the English translation of the Specification repaginated, incorporating the PCT 
amendment, producmg a single page that exactly matches the page submitted ftom the Gemian 
language Annex. That repaginated English translation is enclosed herewith, along with the 
Gcraian language page from the amended PCT appUcation, with the request that the Annex now 
be entered into the above-identified U.S. national stage application. 

In the event the actual fee is greater than the payment submitted or is inadvertently not 
enclosed or if any additional fee during the prosecution of this application is not paid, the Patent 
Office is authorized to charge the underpayment to Deposit Account #15-0700. 

If dais communication is filed after the time period had elapsed and no separate Petition is 
enclosed, the Commissioner of Patents and Trademarks is petitioned, under 37 C.F.R. §1. 136(a), 
to extend the time for filing a response by the number of months which will avoid abandonjnent 
under 37 C.FJL §1.135. The fee under 37 C.F.R- § L17 should be charged to our Deposit 



Account No. 15-0700. 




I hereby certify Uiat this corrcspondeDce is being 
deposited with the United States Postal Service with 
sufficient postage as First Class Mail in an envelope 
addressed to; MaU Stop: Box PCX (DO/EO/US), 
Cotmnlssioner for Patents, P.O. Box 1450, Alexandra, 
VA 22313-1450, onMayl7» 2007: 






Nanne of applicant, assignee or 
Registered Reprcsentntive 



Mark A, Farley 



Registratiou No,: 33,170 

OSTROLBNK, FABER, GERB & SOFFEN, LLP 
1180 Avenue of the Americas 
New York, New York 10036-8403 
Telephone: (212)382-0700 



May 17, 2007 



Date of Signature 



MAF:ns 
Enclosures 



00S41199.WPD 
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tbttTED &Dqi5S Ri'^'ENT A>JD TkAPEMARK OmOE. 



ONTTED STATES UfPAKMB^ OF COMMCmCfi 



u& appucatjon number no. 



I 



FIRCT NAMED AJ^rUCAKT 



10/5S4»691 



Mark A FaHey 

Ostrotenk Faber Gerb & Soffen 
1 1 80 Avenue of the Amencas 
New York, NY 10036-8402 



Frank H^iglem 




ATTY- pOCaCET \K>. 



V — 



1 


INTEJtNATtONAL APPLICATION Na 




PCT/EP04/14663 




LA. FlUhM DATE 1 tWOWrVDAlE 


1 



12^23/2004 



CQNRRMATtON NO. 9420 
371 FORMALITtES LETTER 



^OC000000O23007O15- 



\: : - Mafled: 03/21/2007 

NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EOAJS) 

The following Hems have been submitted by the applicant or the IB to the United ^tate^ Patent arid Trademark 
Office as a Designated / Elected Office (37 CFR 1.495). 



Copy of the Intematimal Applicattoh . filed on 06/23/2006 
English Translation of the. lAf i^ on 06/23/2006 . , 
Copy of the IntemaUorial Search Report hied oii 66/2^006 
*Copy of IPE Report filed or) 06/23/2006 
Copy of Annexes to the IPER filed on 06/23/2006 
English Translation of Annexes to the IPE filed on 00/23/2006 
Preliminary Amendments filed on 06/23/2006 
lnformatk>n Disclosure Statements filed on 06/23/2006 
Oath or Declaration filed On 06/23/2006 
U.S. Basic National Fees filed on 06/23/2006 
Priority Documents filed on 06/23/2006 
Specification filed, on 06/23/2006 
Claims filed 6ii p6/2.3/200a 
/gt>stract$ filed' on 06/23/2006 
Drawings filed on 06/23/2006 



The applicant needs to satisfy supplemental fees problems indicated below. 

The following items MUST be furnished within the period set forth below in order 
aodeptande under 3& U.S.C. 371 : 




Oath.or declaration of the inventors] in cbmplianbe with 37 CFR 1.497(a) and (b). Identifying the application 
by the International application nurrtber and intemationaf filing date. The current oath or dedaration does 
not comply with ZT CFR 1 -497(a) and (b) in that il; . 

« Is not executed in accordance with either 37 CFR 1 .66 or 37 CFR 1 .68. 
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m To avoid abandonment, a surcharge (for late submissibn of filing fee, search fee, examination fee or oath 
or declaration} as set forth in 37 CFR 1 .492(h) of $130 for a non^small entity, must be submitted with the 
mis»ng .items identified In this (ettet. 



SUMMARY OF FE£S DUE: 

Total additional fees required for this applicatibn ts S130 for a Ljarge Entity: 
• $130 Surcharge. 

AddHionaJly the foHowing defects have been observed: 

• Annexes have not been entered because claims must fell Into oonsectlve' order, 



COPY 



AU- OF THE HEMS SET FORTH ABOVE MUST BE SUBMrTTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROMTHE PRIORHY DATE F^OR THE APPUCATION, 
WHICHEVER IS LATERL FAILl^mE TO PfiOPERLY RESPOND YitUL RESULT IN ABANDONMENT. ' 

The time penod set above may be extended by filing a petitlbn and fee for extension c( tirne under the provisions 
of 37 CFR 1.136(a). 

Applicant is reminded that any commurucations to the United States Patent and Trademark Office must be mailed 
to the address given in the heeding and include the U.S. application no. shown above (37 CFR 1.5) 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
https://5pQftaLuspto.Qovyauthenticate/Authenti cateUserl,oi :^|^PF.hlml 

For rnore information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or 
visit our wel^ite at httpiAAww.usDto.Qov/ebc- 

If you are not using EFS-Web to submit your reply, you must include a copy of this notice. 

VONDA M WALLACE 



TclciAonc: (703) 308-S^140 EXT 225 
PART 1 - ATTORNeY/APPLICANT COPY 



..|^ . ^ U-S. AFTUCATieNNUKMRNQ. | INTERN ATONaL >a>PlJCA3lbN NO. | ATTY^ DOGKET NO. 

10/584,^91 PCr/EP04/14663 P/74^7 



FORM PCT/DO/EOt/dOS (371 FormaOiiea NqGca) 
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OFGS FUe No-: 

¥N THE UN1TF.P STATES PATKNT AN P TRADEMARK OFFICE 
In re Patent Application of 

Frank HENGLEIN. et al. Date; August 1 6, 2006 

Serial No.: 10/548,691 

International Application No.: PCT/EP2004/0 14663 
International Filing Date: 23 December 2004 

For METAL PIGMENTS COMPRISING A CROSS-LINKABLE BINDING AGENT 
' COATING, COATING COMPOSHlON, METHOD FOR THE PRODUCTION OF 
COATED METAL PIGMENTS AND USE THEREOF 




Mail Stop: Box PCT (DO/EO/US) 
CO0unis5ioner for Patents 
P,0. Box 1450 
Alexandria, VA 22313-1450 

s ^mivnssioN of nECLARATlOJ 

Sir: 

In the absence of a Notification of Missing Requirements under 35 U.S.C § 371, enclosed 
herewith is an inventors' Declaration together with our Check No. 25542 for$ 1 30.00 ^or large entity. 

In the event the actual fee is greater than the payment submitted or is inadvertenUy not 
enclosed or if any additional fee during the prosecution of this application is not paid, the Patent 
Office is authorized to charge the underpayment to Deposit Account #15-0700, 

If this conunxmication is filed after the time period had elapsed and no separate Petition is 
^ enclosed, the Commissioner of Patents and Trademarks is petitioned, under 37 C,F,R. §l-136(a), to 

extend the time for filing a response by the number of months which will avoid abandonment nnder 
37C.RR. §L135, The fee under 37 C,F.R- § 1.17 should be charged to our Deposit Account No. 
15-0700. 

EXPRESS MAIL CERTIFICATE RespectfiiUy submitted, 

I hereby certify that this correspondence is beitig 
deposited with the United States Postal Service as 
Express Mail Post Office to Addressee (mail label 
#EV6050286 1 lUS) in an envelope addressed to: 
Mail Stop PCT (DO/EO/US) 
Commissioner for Patents 
P.O. Box 1450 



Alexandria, VA 223 13-1450, on August 16. 2006 Robert C, Faber 

Dorothy Jenkins Registration No. : 24,322 

Name of Pcison Mailing Correspondence OSTROLENK, FABER, GERB & SOFTEN, LLP 

11 80 Avenue of the Americas 
Signature New Yoik, New York 10036-8403 



August 16, 2006 Telephone: (212)382-0700 

Date or Signature 



RCFtrra 

007&2281.WPD 
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UNTTEP STATED OF AMERICA 
COMBINED DECLARATION AND POWER OF ATTORNEY FOR PATENT APPUCATION 



OFGS FILE NO. 
P/746-7 



M a bdow named Jnvcntor. 1 hereby dcdaic ihzic: Doy residence, post office address and crazcnship arc u siaied bdaw nexi (O my came; dial I 
vcriiy bdicvc dial 1 am the original, first and sole invemor Of only one name b lisifid bdow) or a jolni iDVCBior (if plund invctnors arc named) of ibc 
subiea mntrrr whiCb IS clsumcd aod for v^hich a paieiw is soughl on ?J»c iixveiidon endded: 

METAL PIGMENTS COMPRISING A CROSS-LINKABLE BINDING AGENT COATING, 
COATING COMPOSITION. METHOD FOR THE PRODUCTION OF COATED METAL 
PIGMENTS AND USE THEREOF 

die specificadoD of which is actacbcd hereto, unless die roUowiitg box U cbeclced: 

□ was filed CO 23 December 2004 as united states paicm Applicarion Nnnibcr or POT Imcrnanonal patcm 
ai^plicadoo number P CT/EP20Q4/0 1 4663 and >Aras amended on 7 OctOber 2005 fif any). 

1 hereby sate: [hat I have reviewed and undciscazid the eoiHenta of die above identified specificadan. IncludUtf the claims, as amended by any 
amendmeni re fenfe d CO above. 

I acknowledge die duo^ to disclose aU infbrmanon Imown lO be maierial to patemabiUiy in acCOrdaiacc widi TUIe 37. Code of Federal RegiOatiOOS, 

I hereby claim priority bcnefita uoder Tide 35. United Stales Code |U9 of aiiy fbrdgii appIication(s> for paicai or inventor'* cenlficaic or United 
SXAt£9 provisional appiUudon(s) tisied bdow and have al$o identified balow any fbrei^ application for paiem or uiventOr's cerdficaic faavlag a fiUag 
date beJore thai of the application OQ whic± priority U claimed: 



Prior ^oreicm or iwxsiooai Appucai 
COUNTRY 


]0n(5j 

APPUCATION NUMBER 


DATE OF FILING 
(diiy, monih, year) 


PMORTTYaAlMED 
UNDER 35U.S.C. 119 


Genxiany 


103 61 437.0 


23 December 2003 


YES X NO 








YES NO 








YES_ NO 



I hereby claun the benefic under Title 55. Uiuicd States Code, §120 of any UniEcd States applicanonC^) listed below anO, inso^ as the SU(>iec{ 
maner of uch of ibe daixns of this appUcaxioii ia not disclosed in the 'prior Uniied States appHcstion in die manner provided by die fijsc paragraph of 
Tide 35, United Scaies Cdde, §112, 1 ackxiowledge ihe duty to di&elosc Infonnadon which is material to paienlabiliiy as deri&ed in Tide 37. Code of 
Federal Kegulauoos, §1,5^ which became available between iht (Uing date of U)c prior applieadon and the nadonal or PCT imematfonal filing', date of 
this applicafion. 



UNITEP STATES 
APPUCATION NUMBER 



DAT£ OF FIUNG 
iMgy. monfK year) 



STATUS 
figtf emgrf. pending, cUxzn4onfd) 



I hereby appoint customer no. 2352 OSTROLENK* FABEJi^ GERB & SOFFEN, LLP» and ihc members of the fi/m, Samuel H. Weiner - Rfifi- No. 
18^10; Jerome M- Bcriincr - Reg. No. 18,653; Robert C. Fabcr - ReB- No. 24.322; Mv MoskowiCz • Reg. No. 30.576; JarocS A. Finder - Reg. NO- 
30»173; WUliain O. Gray, JJl - Reg. NO- 30,W; Louis C, Dujnaich - Reg. No, 30,625, and Douglas A. Mlro, as anoracyfi with ftiU power 
suhistitudon and revocatioa to prosecuie diis applicarioilt to xiansacl all busincu in die Patem & Trademark OfHce connected therewith and lo receive all 
conrspoodence. 



SEND CORRESPONDENCE TO: 



O^TROLENK, FABER, Gfi^ A SOFFEN, UP 
iliSO AVENUE OF TBB AMERICAS 
NEW YORK, NEW YORK 10036*8403 
CUSTONfER NO- 2352 



DIRECT TELEPHONE CALLS TO: 
aiZy 382-0700 



I hereby declare that all scaiemenis made herein of my own knowledge axe true and diat all statements made on infortnadOD and belief are believed (0 be 
due; and fiu^r tbac che$e statements were made with (he iCDOwledgc that willful ^e s&temenx9 and die like so made are punishable by fine Of 
unpiisqnmeDt, or bocb, under Secdon 1001 of Title IB of ibe United Sbies Code, and that such willfh] l^se sbtemeacs may jeopardize the validity of 



FUIX NAME OP SOLE OR FDUT INVSNTOR 

Frank HENGLEIN 




DATE 


ttFSiCi^CZfCiofaFifieiikcrSiaieot' Foreign Caiotoy) ^ 

Ntimberg, Germaay 


COUNTRY OF cnr^eNSMip 
Germany 


P05T OFFICE ADDRESS 

Virchowstrasse 17, 90409, Ntimberg, Germany 


Fuu- Name of second joint inventor ijr 
Burkhard SCHREIBER 




DATE 


'^E&W'^QZ (CUy mid other Suae or Forci^QmmOy) — . ' ' 

Hersbruck, Germany 


COUKTRY OF Crn2ENSHIP 

Germany 


POST OFFICE ADDRESS 

Pommemstrasse 2, 91217, Hersbruck, Germany 



(00774352.1) 
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UNITED STATES OF AMERICA 
COMBINED DECLARATION AND POWER OF ATTORNEY 
pni^ PATENT APPUCATION 


OF 


OS FILE NO. 
P/746-7 


COUNTRY 


A?PUCATION NUMBER 


DATS OF FILINQ 
{Oas, mansh, year) 


PMORmr CLAIMED 
UNPER 35 O-S-C. 119 
YES NO 

YES NO ^ 








YES NO 








YES NO ' ' 








YES NO 








YES NO 








YBS NO 








YES NO 








YES NO 








YES n5 ^ 



! hereby itecUre dot «U siacemwiis made berein of my 6*11 Vnowledge wc m)e »nl that all saisnam made on iafoniiaftai aad bdiirfare hdieved 
!o w^^f^cTirtt^rtitewenis ^ m wUh the taowlcdge dwt wiUiill W«c swemeitti and dK Hte so mode are puouBabteHv fioe 
l^!S,^o^^r ta^\S^Sn lOOl of Tide 18 of lM»d saxes code a«d da. wcl, wDMuI ftte smlcmeots may jcCV»d«U» 
validity of ibe ai^Iicadoa or any patent issued thereon. 



FULL NAME OF TUM JOINT INVENTOR. iP ANY | DsJ^OKB SiCNA^^ 

Alexander ALBRBCHT \?^ Xf -^yi^My^^ 




'DATE 


RESIPENCE tffrficr Siaw «r Foreign country) J^^^ 

NxSmberg, Germany ^ 


OJUNTRY OF crrizENsmi' 

Germany 


K)ST OFFICE ADDRE55 

Kaiixsbacher Strasse 7, 90482, Nttmberg, Germany 


FULL NAJ^ OF POUHTH JOINT INVENTOR, IF ANY 


INVENTOICS SlCfNATURB 


PATE 


RESIDENCE fdty and eiiher Stoie or Foreign Cmmby) 


COUNTRY OF CmZENSHlP 


POST OFnCE APXWESS 


FULL NAMS OF FIFTH JOINT INveNTOF^ IF ANY 


INVENTOR'S SIGNATURE 


D>ATU 


R£$tOENC6 fCtky and eiiher State or Foreign CctoMry) 


COUNTRY OF OTIZENSHIF 


POST OFFICE ADDRESS 


FULt NAME OF SnrtW JOfNT INVENTOR IF ANT 


lKVENTOR-5 SIGNATURE 


DATE 


REStPENCE (City and eiiher Stoie or Foreign Covttay) 


COUKTRY OF CmZENSMIP 


POST OFFICE ADDRESS 
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Ostrolenk, Faber, Gerb & Soffen, LLP 
I ISO Avenue of the Americas 
New York, N.Y. 10036 



PAY TO THE 
ORDER OF. 



COMMISSIONER OF PATENTS AND TRADEMARKS 



25542 



1-2-210 



13. 



mJn hi. J' 



. DOLLARS 



THE CHASE MANHATTAN BANK 

401 MADISON AVENUe 
NEW YORK, NY 10017 
CHARGE ANY ADD'L FEES TO DEPOSIT ACCT. *l5-0700 

APPUCATION S/N 
CLIENT NO. 



OSTROLSNK, FABBR, GERB & SOFFEN, LLP 
NOT VAUD OVER $5,000.00 





i 1 



l.-y ^ 



en 
m 

m 




10/05/2009,17:49. FAX 5712730459 


USPTO/PCT LEGAL 


ISlOOl 










»»« RX REPORT 










RECEPTION OK 






TX/RX NO 


8324 




RECIPIENT ADDRESS 


212 382 1255 




DESTINATION ID 






ST. TIME 


10/05 17:44 




TIME USE 


04 '48 




PCS. 


25 




RESULT 


OK 





